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Professor Xuan-Thao Nguyen, Pendleton Miller Endowed Chair in Law       xunguyen@uw.edu 
University of Washington School of Law                    (214)440-8041 
 

ACADEMIC APPOINTMENTS 
University of Washington School of Law(July 1, 2022- Present) 

Pendleton Miller Endowed Chair in Law  
Director, Asian Law Center  

Indiana University, McKinney School of Law, Indianapolis, Indiana (2014 - 2022) 
Gerald L. Bepko Endowed Chair in Law  
Director, Center of Intellectual Property & Innovation 

University of Washington, School of Law, Seattle, Washington (2018-2019 academic year) 
 Garvey Schubert Barer Visiting Professor of Law  
SMU Dedman School of Law, Dallas, Texas (2003-2014) 

Professor (2005-2014), Associate Professor (2003-2005) 
Fulbright Senior Scholar 2009 (VNU Hanoi, Vietnam) 

Texas A & M School of Law (Texas Wesleyan University School of Law) (2000-2003) 
Associate Professor  

Shanghai University of Politics and Law (SHUPL) 
High-End Foreign Expert appointed by China’s Recruitment Program of High-End 
Foreign Experts, State Administration of Foreign Experts Affairs, China, 2015-2018 

Vietnam National University, Hanoi and Ho Chi Minh City, Visiting Professor 
Southwest University of Politics & Law, Chongqing, China, Visiting Professor  
National Taiwan University, Visiting Professor 
 

TEACHING COURSES  
Venture Capital Deals 
Business Organizations (Company Law) 
Property Law 
Corporate Transactions  
Licensing Law 
Taxation of Intangible Property Assets (Seminar) 
Contracts (1L year-long course) 
Commercial Law - Payments Law (UCC-3, UCC-4, Commercial Papers, Wire Transfers, Online 
Payment Systems) 
Commercial Law - Secured Transactions (UCC-9) 
Social Media/E-commerce 
Trademarks & Trade Secrets; Intellectual Property 
 

AWARDS  
• Selected as the Recipient of the Grant Gilmore Award, American College of Commercial 

Finance Lawyers, 2016. My two articles, In the Name of Patent Stewardship:  The Federal 
Circuit’s Overreach in Commercial Law, 67 FLORIDA L. REV. 127 (2015) and Financing 
Innovation:  Legal Development of Intellectual Property as Security in Financing, 1845-
2014, 48 INDIANA L. REV. 509 (2015) were the winner of the Grant Gilmore Award for 
best legal scholarship in the field of Commercial Finance law. 

• Inducted as Fellow in the American College of Commercial Finance Lawyers, 2016. 
• National Economics University, Commemorative Medal "For the cause of Education" 

Recognition, 2016, Hanoi, Vietnam. 
• Vietnam National University, Medal for the Development of VNU, 2009. 
• Indiana University System, Trustee Teaching Award 2020. 
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• Indiana University McKinney School of Law, Best Professor, Red Cane Award, 2017. 
• SMU Dedman School of Law, Women in Law’s Professor of the Year. 
• SMU Dedman School of Law, APALSA Professor of the Year. 
• Texas A&M (formerly TWU) School of Law, BLSA Professor of the Year 2001-03. 
• United Methodist Church’s Outstanding Teaching Award & Prize 2002. 

LEADERSHIP EXPERIENCE 
• World Bank/IFC Senior Consultant. Legislative Reforms –in Vietnam, Cambodia, Mongolia, 

China & Mekong Region, 2013-Present. 
• Chair. American Association of Law Schools (AALS) Section on Minority Groups, 2013-14. 
• American Association of Law Schools (AALS) Committee for Annual Meeting and Sections 

(term ended in 2015). 
• Chair, AALS Computers & the Law Section, 2006-07 
• Chair, AALS Conference for New Law Teachers 2011-12 
• Chair, AALS Workshop for Pre-Tenured Minority Law Teachers 2011-12 
• Chair, AALS Workshop for New Clinical Law Teachers 2011-12 
• Chair, SMU Faculty Appointments Committee, 2006-12; Member, 2003-12 
• Vice President, Founding Officer, the Honorable Barbara M.G. Lynn American Intellectual 

Property Inn of Court, Dallas, Texas, 2011-12. 
• SMU Dean Search Committee for Law School Dean, 2013 
• SMU Provost Advisory Council, 2010   
• Fulbright Scholars Peer Reviewer 2010-Present 
• Board Member, Vietnam National University – UEL Scientific Council Board, 2012-Present 
• Board of Trustee, Dallas Museum of Art, 2012 -2018 

• DMA Collections Committee Member 
• Nominating Committee Member 
• Executive Committee Member 
• Secretary of the Board, Executive Committee 
• DMA Executive Director Search Committee 
• Audit Committee 

• UT Southwestern Medical Center President’s Advisory Board, Dallas, Texas 2016-2018 
 

SCHOLARSHIP CITATIONS BY COURTS 
• Innovative Metal Craft, LLC v. Whaley, 2020 WL 2065281, *4 (W.D. Penn. Apr. 29, 2020). 
• Lorillard Tobacco Co. v. Director, 31 N.J. Tax 53, 173-74 (NJ Tax Court 2019). 
• BMC Software, Inc. v. Director, Division of Taxation, 30 N.J. Tax 92, 117 (NJ Tax Court 

2017). 
• Git-R-Done Productions, Inc. v. Giterdone C Store, LLC, 226 F.Supp.3d 684, 692 (S.D. Miss. 

2016). 
• Spring Licensing Group, Inc. v. Director, Division of Taxation, 2015 WL 5011439, *5 

n.11(NJ Tax Court Aug. 14, 2015). 
• Fair Wind Sailing, Inc. v. Depster, 764 F.3d 303, 808 (3rd Cir. 2014). 
• Salt Optics, Inc. v. Jand, Inc., 2011 WL 13055856, *2 (C.D. Cal. Mar. 4, 2011). 
• In re Interstate Bakeries Corp., 2010 WL 2332142, *7 n.19 (Bankr. W.D. MO Jun. 4, 2010). 
• Ligotti v. Garofalo, 562 F.Supp.2d 204, 219 n.27 (D. NH 2008). 
• Blue Nile, Inc. v. Ice.com, Inc. 478 F.Supp.2d 1240, 1246 n.8 (W.D. Wash. 2007). 
• EMSL Analytical, Inc. v. Testamerica Analytical Testing Corp., 2006 WL 892718, *12 (D. 

NJ. Apr. 4, 2006). 
• In re Steelbuilding.com, 415 F.3d 1293, 1302 (Fed. Cir. 2005). 



 3 

• Interstellar Starship Services, Ltd. v. Epix, Inc., 304 F.3d 936, 939 n.3 (9th Cir. 2002). 
• Pharmacia Corp. v. Alcon Lab., Inc., 201 F.Supp.2d 335, 380 (D. NJ 2002). 
• Times Mirror Magazines, Inc. v. Las Vegas Sports News, LLC, 212 F.3d 157, 175 (3rd Cir. 

2000). 
 

LAW JOURNAL PUBLICATIONS 
 

• Promoting Corporate Irresponsibility? Delaware as the Intellectual Property Holding State, 
46 J. of CORPORATION LAW 717 (2021). 
 

• #MeToo Innovators: Disrupting the Race and Gender Code by Asian Americans in the Tech 
Industry, 28 Berkeley’s Asian American L. J. 17 (2021) 

 
• Contract as Emergency Law, 30 WASH. Int’l L. J. 420 (2021). 

 
• Lending Innovations, 86 BROOKLYN LAW REVIEW 135 (2020). 

 
• Banking the Unbanked Innovators, 45 J. of CORPORATION LAW 715 (2020). 

 
• Disrupting Adhesion Contracts with #MeToo Innovators, 26 VIRGINIA J. of SOCIAL 

POLICY & LAW 165 (2019). 
 

• Attacking Innovations, 99 BOSTON U. L. REV. 1687 (2019)(with Maine). 
 

• For Canadian Love of Trader Joe’s: First Sale Doctrine, Reputational Harm and Lanham 
Act’s Extraterritoriality, 25 BOSTON U. J. TECH. L. 570 (2019)(solicited for a symposium 
issue on IP and Extraterritoriality) . 

 
• Lessons from Case Study of Secured Transactions with Bitcoins, 21 SMU SCIENCE & 

TECH L. REV. 181 (2018)(solicited for a symposium issue on Lending Against Bitcoins). 
 

• Disruptive Lending for Innovations:  Signaling Model and Banks Selection of Startups 
Innovations, 21 U. PENN. J. BUSINESS L. 200 (2018) (with Erik Hille). 
 

• Patent Aversion: An Empirical Study of Patents Collateral in Bank Lending, 1980-2016, 9 
UC IRVINE LAW REVIEW 141 (2018)(with Erik Hille). 
 

• The Puzzle in Financing with Trademark Collateral, 56 HOUSTON L. REV. 365 (2018) 
(with Erik Hille). 
 

• Sovereign Patent Funds, 51 U.C. DAVIS L. REV. 1257 (2018). 
 
• Zombie Patents, 69 FLORIDA L. REV1147 (2017). 

 
• Branding Taxation, 50 GEORGIA L. REV.399 (2016) (with Jeff Maine) 

 
• Judicial Wisdom or Patent Envy, 32 GEORGIA STATE L. REV. 303 (2016). 
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• In the Name of Patent Stewardship:  The Federal Circuit’s Overreach in Commercial Law, 
67 FLORIDA L. REV. 127 (2015). 
 

• Financing Innovation:  Legal Development of Intellectual Property as Security in Financing, 
1845-2014, 48 INDIANA L. REV. 509 (2015)(solicited by ILR). 
 

• China’s Apologetic Justice:  Lessons for the United States? 4 COLUMBIA J. OF RACE & 
LAW 97 (2014). 

 
• Transplanting Secured Transactions Law: Trapped in the Civil Code for Emerging Economy 

Countries, 40 NORTH CAROLINA J. OF INTER’L & COMMERCIAL 
REGULATION 1 (2014) (with Dr. Bich-Thao Nguyen). 

 
• Patent Prudential Standing, 21 GEO. MASON L. REV. 17 (2013)(Lead Article). 

 
• Trademark Apologetic Justice:  China and the Three Laws, 15 UNNIVERSITY OF 

PENNSYLVANIA J. OF BUSINESS LAW 131 (2012). 
 

• Dynamic Trademark Development 10 JOURNAL OF LAW AND APPLICATION 23  
(Publication of China Supreme People’s Court) (by invitation).  The trademark law issue 
was published in conjunction with the International Conference on the 30th Anniversary of 
China’s Trademark Law held on June, 2012. 
 

• Apologies as Intellectual Property Remedies, 44 CONNECTICUT L. REV. 883 (2012). 
 

• Fame Law:  Requiring Proof of National Fame in Trademark Law, 33 CARDOZO L. REV. 
89 (2011). 

 
• Taxing Facebook Code:  Debugging the Tax Code and Software, 60 BUFFALO L. REV. 1 

(2012) (Lead Article) (with Jeffrey A. Maine). 
 
• The History of Intellectual Property Taxation:  Promoting Innovations and Other Intellectual 

Property Goals, 64 SMU L. REV. 795  (2011) (Symposium Issue)(with Professor Jeffrey A. 
Maine) (SSRN's Top Ten download list for Intellectual Property Law papers, August 13, 
2011) (featured on the TaxBlog February 2, 2012). 

 
• The New China We Hardly Know:  Revealing the New China and Intellectual Property 

Regime, 55 ST. LOUIS LAW JOURNAL 773 (Lead Article) (2011). 
 
• The Unequal Tax Treatment of Intellectual Property, 130 TAX NOTES 931 (2011) (with 

Jeffrey A. Maine). 
 
• Equity and Efficiency in Intellectual Property Taxation, 76 BROOKLYN L. REV. 1 (2010) 

(Lead Article) (with Jeffrey A. Maine). 
 
• Dynamic Federalism and Patent Law Reform, 85 INDIANA L. J. 449 (2010). 
 
• Justice Scalia’s Renegade Jurisdiction: Lessons for Patent Law Reform, 83 TULANE L. 

REV 111 (2008). 
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• Selling It First, Stealing It Later:  The Trouble with Trademarks in Corporate Transactions 
in Bankruptcy, 44 GONZAGA L. REV. 1 (2008) (Invited Issue on Bankruptcy); cited in In 
re Interstate Bakeries Corp., 2010 WL 2332142, *7 (Bank.W.D.Mo. June 4, 2010). 
 

• Acquiring Innovation, 57 AMERICAN UNIVERSITY L. REV.775 (Lead Article) (2008) 
(with Jeff Maine). 

• The Other Famous Marks Doctrine, 17 IOWA’S TRANSNATIONAL LAW AND 
CONTEMPORARY PROBLEMS JOURNAL 757 (2008) (Invited Symposium Issue on 
TRADEMARK DILUTION LAW). 
 

• Collateralizing Intellectual Property, 42 GEORGIA L. REV. 1 (Lead Article) (Fall 2007).  
The article was republished in UCLA Entertainment Law Journal (2008, Symposium 
Issue). 

 
• Giving Intellectual Property, 39 U.C. DAVIS L. REV. 1693 (Lead Article) (2006) (with Jeff 

Maine) 
 
• Holding Intellectual Property, 39 GEORGIA L. REV. 1155 (Lead Article) (2005), cited in 

Lorillard Tobacco Company v. Director, Division of Taxation, 2019 WL 966940 (Tax Ct N.J. 
Feb. 27, 2019); BMC Software, Inc. v. Director, 30 N.J. Tax 92, 117 (Tax Ct N.J. May 24, 
2017). The article was selected and featured in the TaxProf blog on August 25, 2005 hosted 
by Professor Paul L. Caron.  The article was republished in State Tax Notes. 

 
• Taxing the New Intellectual Property Right, 56 HASTINGS L. J. 1 (Lead Article) (with 

Professor Jeff Maine) (November 2004), cited in In re Steelbuilding.com, 415 F.3d 1293 
(Fed. Cir. 2005). 

 
• Nationalizing Trademarks: A New International Trademark Jurisprudence?  39 WAKE 

FOREST L. REV. 729 (Lead Article) (Winter, 2004; published Jan. 2005), selected by West 
Publishing as one of the best IP articles in 2004 and republished in the West’s IP Anthology 
2004; mentioned in Law Review Commentaries for 15 U.S.C.A. §1051, §1114. 

 
• Bankrupting Trademarks, 37 U.C. DAVIS L. REV. 1267 (2004). 
 
• Collateralizing Internet Privacy, 78 TULANE L. REV. 553 (2004) (Lead article). 
 
• Digital Trademark Right: The Troubling New Extraterritorial Reach of National Law, 81 

NORTH CAROLINA L. REV. 483 (2003). 
 
• Commercial Law Collides with Cyberspace: The Trouble with Perfection – Insecurity 

Interests in the New Corporate Asset, 59 WASHINGTON & LEE L. REV. 37 (2002). 
 
• Cyberproperty and Judicial Dissonance: The Trouble with Domain Name Classification, 10 

GEORGE MASON LAW REVIEW 183 (Spring 2002) (Lead article). 
 
• Shifting the Paradigm in E-commerce: Move Over Inherently Distinctive Trademarks, The E-

brand, I-brand and Generic Domain Names Ascending to Power? 50 AMERICAN 
UNIVERSITY L. REV. 937 (Symposium Issue, 2001).  This law review article was cited by 
the Ninth Circuit Court of Appeals in Interstellar Starship Services, Ltd v. Epix, Inc., 304 
F.3d 936 (9th Cir. 2002). 
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• Should It be a Free for All? The Challenge of Extending Trade Dress Protection to the Look 

and Feel of Web Sites, 49 AMERICAN UNIVERSITY L. REV. 1233 (2001), cited in Blue 
Nile, Inc. v. Ice.com, Inc., 478 F.Supp.2d 1240 (W.D.Wash. 2007). 

 
• Blame It on the Cybersquatters: How Congress Partially Ends the Circus Among the Circuits 

with the Anticybersquatting Consumer Protection Act? 32 LOYOLA CHICAGO 
UNIVERSITY L. REV. 777 (May, 2001) (Lead article). 

 
• A Circus Among the Circuits: Would the Truly Famous and Diluted Performer Please Stand 

Up?  The Federal Trademark Dilution Act and Its Challenges, 1 CHICAGO-KENT J. 
INTELL. PROP.  158 (2000).  Included in Law Review Commentaries for 15 U.S.C.A. 
§1125. 

 
• The New Wild West: Measuring and Proving Fame and Dilution Under the Federal 

Trademark Dilution Act, 63 ALBANY L. REV. 201 (1999), cited in numerous court 
decisions.   
 

• Using Creativity to Fight a $60 Billion Consumer Problem – Counterfeit Goods, 10 
LOYOLA CHICAGO CONSUMER L. REV. 88 (1998) (co-author with Waldbaum). 

 
BOOK PUBLICATIONS  

 
• INTELLECTUAL PROPERTY HOLDING COMPANY:  Tax Use and Abuse from Apple to 

Victoria’s Secret (Cambridge University Press December 2017) (with Maine). 
 

• SECURED TRANSACTIONS: UCC-9, Court Decisions and Materials (2019)(Published by 
World Bank Group/IFC 2019). 

 
• Treatise, INTELLECTUAL PROPERTY TAXATION (PLI 2021) (with Maine) 
 
• Casebook, LICENSING INTELLECTUAL PROPERTY:  LAW AND APPLICATIONS 

(Fourth Edition, ASPEN 2018) (with Gomulkiewicz & Conway)  
 

• Treatise, INTELLECTUAL PROPERTY, SOFTWARE AND INFORMATION 
LICENSING: LAW AND PRACTICE (Second Edition, Bloomberg BNA 2018) (with 
Gomulkiewicz & Conway) 

 
• Casebook, TRANSNATIONAL INTELLECTUAL PROPERTY (Conway and Mtima) 

(WEST 2016) (2nd Edition is in progress with 2022 publication) 
 

• Treatise, INTELLECTUAL PROPERTY TAXATION (with Maine) (Second Edition, 
BLOOMBERG BNA December 2014) 
 

• Casebook, LICENSING INTELLECTUAL PROPERTY:  LAW AND APPLICATIONS 
(Third Edition, ASPEN 2014) (with Gomulkiewicz & Conway). 
 

• Casebook, LICENSING INTELLECTUAL PROPERTY:  LAW AND APPLICATIONS 
(Second Edition, ASPEN 2011) (with Gomulkiewicz & Conway). 
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• Casebook, LICENSING INTELLECTUAL PROPERTY:  LAW AND APPLICATIONS 
(ASPEN 2009) (with Gomulkiewicz & Conway) 
 

• Treatise, INTELLECTUAL PROPERTY, SOFTWARE AND INFORMATION 
LICENSING: LAW AND PRACTICE (BNA 2007) (with Gomulkiewicz & Conway). 
 

• Casebook, INTELLECTUAL PROPERTY TAXATION:  PROBLEMS AND MATERIALS 
(with Maine) (Second Edition, Carolina Academic Press, 2015). 
 

• Casebook, INTELLECTUAL PROPERTY TAXATION:  PROBLEMS AND MATERIALS 
(with Maine) (Carolina Academic Press, 2004). 
 

• INTELLECTUAL PROPERTY LAW: CASES AND MATERIALS (Vietnam National 
University Press 2013) (in English and Vietnamese). 

 
RECENT PRESENTATIONS 

 
• Presented “IP Legal Issues in the Metaverse” Keio University, July 7, 2022. 

 
• Presented “Trademark Dilution at a Crossroads” AIPLA Spring Meeting, New Orleans, May 

18, 2022. 
 
• Presented “Secured Transactions and Registration Office’s Rules and Purposes on Movable 

Assets, Intangible Property and NFTs”, at the Join Meeting IFC and the Vietnam Ministry of 
Justice, October 27, 2021, Hanoi, Vietnam. 
 

• Presented “From Feminist Legal Theory to #MeToo Asian American Innovators in Silicon 
Valley,” International Conference: Feminism, Gender and Law, VNU-UEL, October 29, 2021 

 
• Joined fellow panelists Tracy Springer, Chief Compliance Officer & General Counsel of 

Liberty SBF; Joyce Bernasek of Osler, Hoskin & Harcourt LLP; Rick Antonoff of Blank 
Rome LLP; and Kiriakoula Hatzikiriakos, Legal Officer National Bank of Canada to discuss 
ABA’s In the Know Program “International Financing of Fintechs: Leveraging IP from 
Seed, to Growth and Beyond”. September 14, 2021. 
 

• Presented “Legal Agreements for Receivables and Inventory Finance”, Cambodia Bar 
Association, Phnom Penh, Cambodia, May 27, 2021. 

 
• Panelist on IP Strategies for FinTech Startups and SMEs: IP Financing in U.S. and China, 

IPAN Event organized by the UK’s Intellectual Property Office and Nottingham Law School 
April 26, 2021. 
   

• Panelist on Financing Intellectual Property in Early and Growth Stage Fintech Companies 
With Tracy Springer and Kiriakoula Hatzkiriakos, ABA Business Law Section Virtual Spring 
Meeting April 22, 2021. 
 

• Presented China, Contracts & Covid-19, Spring Symposium organized by Ohio State 
Business Law Journal, March 5, 2021. 
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• Presented Trademarks & Covid-19, University of Washington School of Law, December 1, 
2020. 
 

• Organized and moderated a panel of experts on IP Issues in Covid-19 Pandemic, October 2, 
2020, IU McKinney School of Law. 
 

• Presented Financing for FinTech: IP & Non-IP Assets Financing, ABA Annual Business 
Section Meeting, Sept. 21-25, 2020. 
 

• Panelist on Open Innovation in the Age of Covid-19, Global Innovation Law Summit, 
University of Washington School of Law, July 16, 2020. 
 

• Presented Law and Data: The Good, The Bad & The Ugly at the Women in Data Science 
Conference, Vancouver, B.C. March 5, 2020. 
 

• Presented Financing for Transport (PPP) and Law: How Indiana/USA Obtained $3.8 Billion 
from the Private Sectors and Without Public Funds for Its Roads, University of Economics & 
Law, Vietnam, December 20, 2019. 
 

• Presented Legal Scholarship and Pedagogy, Vietnam National University School of Law, 
Hanoi, December 19, 2019. 
 

• Presented Manufacturing Innovations: China, Japan and Korea Approaches, University of 
Thai Chamber of Commerce, December 3, 2019. 
 

• Presented Disrupting Adhesion Contracts with #MeToo Innovators at the Women & 
Technology Roundtable at “The Implications of Artificial Intelligence for a Just Society” 
Symposium at Tulane University School of Law, Friday, November 8, 2019. 
 

• Presented Copyrights and Technological Progress: Opportunities and Challenges for 
Vietnam? National Economics University Faculty of Law in Hanoi. October 7, 2019. 
 

• Presented Proof of Trademark Fame and Dilution: Quantitative Uncertainty at the IP 
Scholarship Redux Conference, Franklin Pierce Center for Intellectual Property, University 
of New Hampshire School of Law, April 12-13, 2019. 
 

• Presented Delaware, Intellectual Property and Corporate Irresponsibility at the Privacy, 
Power and Ethics Symposium, Seton Hall University, School of Law, April 5-6, 2019. 
 

• Presented TRIPS at 25: The New IP Missionaries and Mercenaries at the TRIPS 25 
Symposium, Texas A & M School of Law, March 29-30, 2019. 
 

• Presented at Forum on Law and Policy, Institute of Policy, Law and Management, Hanoi, 
July 17, 2019. 
 

• Expert Commentator at Vietnam National University Ho Chi Minh City’s Symposium on 
"The Transport Infrastructure in the Southern of Viet Nam: Development Problems and 
Solutions" in June 29, 2019.  
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• Co-presented, Startups and Funding, VNU University of Economics and Law, Ho Chi Minh 
City, Vietnam, December 20, 2018. 
 

• Presented Intellectual Property and the Making of the United States, Saigon International 
University, Ho Chi Minh City, Vietnam, December 19, 2018.  
 

• Presented Disruptive Lending for Innovation: Legal Development and the Birth of Silicon 
Valley, at the National Taiwan University School of Law, Taipei, Taiwan, December 11, 
2018. 
 

• Presented Lending Against Bitcoins: Bitcoins as Collateral in Secured Transactions, VNU 
University of Economics and Law, Ho Chi Minh City, Vietnam, August 1, 2018. 
 

• Presented Plenary Lecture IP Holding Company & Delaware, Intellectual Property 
Conference, University of Dayton School of Law, Dayton, Ohio, June 7-8, 2018. 
 

• Presented The Puzzle in Trademark Financing, University of Houston School of Law’s IP 
Symposium, Santa Fe, June 1-2, 2018. 
 

• Participated on the panel Lending Against Bitcoins with Ronald Mann, Kristin Johnson and 
Kevin Tu sponsored by SMU Journal of Law and Technology, April 9, 2018. 
 

• Presented Patent Collateral/Financing at PATCON Conference at University of San Diego 
School of Law, March 2-4, 2018. 
 

• Presented Data Protection in the Financial Sectors (I), World Bank IFC/Beijing, February 5-
6, 2018. 
 

• Presented Data Protection in the Financial Sectors (II), World Bank IFC/Beijing, February 
5-6, 2018. 
 

LAW FIRM PRACTICE EXPERIENCE 
 
Fried Frank Harris Shriver & Jacobson  New York, NY  1995 to 1999 
Pryor Cashman Sherman & Flynn, LLP  New York, NY 1999 to 2000 

Intellectual Property Practice Group at both firms 
• Extensive primary contact with clients and in-house counsel. Participated in mediations, 
settlement negotiations, strategy plannings, client meetings, and conferences with opposing 
counsel and judges. Strategized, organized and participated in potential new client meetings and 
secured new business. 
• Researched and advised clients on matters intersecting IP and bankruptcy, taxation and 
secured financing.  
• Counseled clients on trademarks, patents, copyrights, and trade secrets in business 
transactions in a wide range of industries including luxury goods, oil refinery industry, online 
data, online commerce, healthcare, biotech, biomedical drugs, blood substitutes, software, 
healthcare, cosmetics, publishing, children television, movies, organic food, restaurant chain, 
autoparts, papers, maps, weights and scales, industrial paints and chemical processes. 
• Identified and addressed intellectual property concerns relating to mergers, acquisitions, 
initial public offerings, private placements, restructurings, and financings. Negotiated and drafted 
IP representations in sales, purchases, disclosures and financing documents. Conducted IP 
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evaluation and due diligence. Supervised IP investigative searches, verified ownership, assessed 
materiality, evaluated pending intellectual property disputes, and prepared disclosures schedules.   
• Advised clients and drafted intellectual property license agreements, authorized dealers 
agreements, distribution agreements, confidentiality agreements, web agreements for streaming, 
hosting and maintenance, settlement agreements, governance not-to-compete, and consultant 
agreements. Negotiated and drafted contracts for leading biomedical scientists' business deals 
with several drug companies.  Counseled medical research university and consortium on 
intellectual property rights.   
• Evaluated clients' intellectual property rights and recommended options to protect rights.  
Counseled clients in trademarks selection, usage, protection and prosecution.  Prepared opinion 
letters on trademark searches, selection, ownership, and usage; trade secrets and governance not-
to-compete. Drafted notices of opposition, cease and desist letters, responses to trademark and 
copyright substantive and procedure office actions. Prosecuted and defended oppositions and 
cancellations in the Trademark Trials and Appeals Board. Motion practice in the Trademark 
Trials and Appeals Board. 
• Litigated unfair competition, trademark infringement, copyright infringement and trade secret 
misappropriation cases for companies in the consumer appliances, restaurant chains, beverages, 
designer jewelry and oil refinery industry. Assisted in depositions and attended hearings. Drafted 
complaints, briefs, motions, proposed orders, stipulations, affidavits, interrogatories, document 
requests and settlement agreements. 
 

EDUCATION 
 
Northeastern University School of Law. Boston, Massachusetts, J.D., May 1995;  

• Head Teaching Assistant 1994-1995 
• Teaching Assistant 1993-1994 
• Research Assistant 1992-1993 

Oberlin College.  Oberlin, Ohio, B.A., May 1990 
• Triple majors in Biology, Sociology and Women's Studies. 
• Honors:  Howard Hughes Research Assistantship in Biology; Starr's Senior Honors 

Award in Sociology 
• Awarded a full scholarship for Oberlin-in-London Winter Term Project in London, 1989. 
• Cancer Research with Professor Robin Treichel of Oberlin College; Dr Yu-Ping Yen and 

Dr. Gary Goodman of Tumor Institute, Swedish Hospital & Fred Hutchinson Cancer 
Research Center, Seattle, Washington. 
 

BAR INFORMATION AND AFFILIATIONS  
 
 Registered to practice before the United States Patent Office. 
 Admitted to the Court of Appeals for the Second Circuit, the United States Court of Appeals 

for the Federal Circuit, Southern District of New York, Eastern District of New York, New 
York State and Massachusetts State.  

 Master, Barbara M.G. Lynn IP Inn of Court, Dallas, Texas; Founding Vice President, 
2011-12. 
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